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REMARKS 

Upon entry of the present Amendment the claims under consideration are 1 , 3, 
4, 6, 7, and 11-25. Claims 5 and 8 were withdrawn by the Examiner as being drawn to a non- 
elected species, and are accordingly so marked herein. Independent Claims 1, 13, 14 and 15 
have been amended to make clear that the claimed method for producing elastic areas occurs 
on a continuous line or so-called "conversion line," i.e., the equipment used to convert 
various components of the diaper into the finished diaper assembly. This amendment is 
supported in the specification by at least Figs. 2-6 and the accompanying written text in the 
specification. Claims 3, 4, 6 and 7 are amended to obviate objections to the claims as 
suggested by the Examiner. No new matter is presented hereby. The Detailed Action of 04 
May 2004 will now be addressed with reference to the headings and any paragraph numbers 
therein. 

Election/Restrictions 
Applicants acknowledge the Examiner's designation of Claim 7 as a generic 

claim. 

Specification 
Drawings 

Drawing corrections are submitted herewith with replacement pages and 
accompanying annotated change sheets in order to obviate the objections set forth in the 
Detailed Action. 

Description 

Per paragraph 6 of the Detailed Action, the abstract is objected to as too long. 
Applicants have submitted herewith a replacement abstract. 

Per paragraph 7 of the Detailed Action, Applicants have submitted 
replacement paragraphs to show consistent usage of the trademarks cited in order to obviate 
the objection. 

Per paragraph 8 of the Detailed Action, Applicants have submitted 
replacement paragraphs to obviate the objections. Particularly with respect to the usage of 
the term "precursor" it is the contention of the Detailed Action that such usage lacks clarity. 
Applicants note that they have clarified the definition of "precursor" at page 1 1 . Thus, it is 
believed that the usage is now clear. "Diaper" as used at page 2 merely indicates an 
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absorbent pant garment as a subset of garments. "Garment" is used in the ordinary sense of 
the American English idiom such as set forth in the first paragraph of the Detailed 
Description at page 12. "Precursor", as set forth at page 1 1 , indicates that the component of 
the garment exists prior to a finished, i.e. commercially ready, garment. The Examiner is 
referred, without limitation, to Figs. 2, 3, 4, 5 and 6 for a visual representation of various 
"precursor garments," i.e., the various components or assemblies, or both, going into the in- 
line making of an exemplary "diaper" garment (see item 20, in Figs. 4-6) for a commercially 
viable disposable garment process. The claim language has also been clarified at Claims 1 
and 1 4 to remove any confusion. Thus "precursor garment" has that meaning consistent with 
the defined elements and suitable to the operations as listed in the steps of the present method 
Claims. The claims, when viewed as a whole, are thus believed to have obviated any 
objections and further to be statutorily acceptable under §112 as readily understood by a 
person having ordinary skill in the art of automated garment manufacture. 

Per paragraph 9 of the Detailed Action, Applicants have submitted a new 
paragraph to obviate the objections with respect to expansion percentages of the cuff areas as 
detailed in Claims 19-20 and 24-25. 

Claim Objections 

Per paragraph 10 of the Detailed Action, Applicants have amended the claims 
consistent with the Examiner's suggestions, except for lines 7 and 10 of Claim 13, to obviate 
the objections. The suggested amendments to lines 7 and 1 0 of Claim 1 3 are not believed to 
add clarity, but only add redundancy, or the spark of metaphysical debate, to an otherwise 
understandable claim. 

Claim Rejections 35 USC§112 
Per paragraph 1 1 of the Detailed Action, Claims 1, 3, 6, 7, 1 1, 12, and 14-25 
stand rejected as indefinite. Claims 1, 14 and 15 are held indefinite with respect to their 
usage of the phrase "precursor garments" as "exacerbated by lack of antecedent basis for 'the 
web' and a second width at areas outside the cuff set forth in section c) (Note step a) only 
requires necking of the cuff area.)" Applicants have amended the term "the web" to read 
"the precursor garment" in each clause c) of Claims 1,14 and 15, thereby providing a term 
with proper antecedent basis. Applicants further note that clause a) of each Claims 1,14 and 
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15 actually reads: " applying necking tension to the precursor garm ents to neck a [cuff area, 
waistband portion, and leg cuff area, respectively]..." (emphasis added). Applicants 
therefore respectfully submit that the Detailed Action is incorrect in its assertion that "step a) 
only requires necking of the cuff area." 

The Examiner further complains that "it is unclear how may garments and 
how may (sic) cuff areas at a minimum are being claimed." The Claims have been revised to 
provide further clarity by making the precursor garment singular within the claims, indicating 
at least one precursor garment is required to be operated on to infringe the method claims of 
the present invention. With respect to the number of cuff areas, it is believed to be 
understandable that only one such cuff area is required to be operated on according to the 
method(s) of the present claims. 

Claim Language Interpretation 
Per paragraph 12 of the Detailed Action, the Examiner has set forth her 
interpretation of the claim language. Applicants wish to clarify that several of the 
interpretations are unduly restrictive. Per paragraph 12, line 2, "a precursor diaper" and a 
"resultant diaper" should be interpreted as a precursor garment and a resultant garment. Per 
the above discussion, it is believed to have been made clear in the specification, such as at 
the first paragraph of the Detailed Description, that the method(s) of the present invention are 
not limited to the exemplary diaper, but may be utilized on a variety of garments. Also per 
paragraph 12, line 2, "at least one web" is acceptable interpretation in so far as "web" is 
interpreted in accordance with any substrate of a precursor garment capable of being operated 
on and performing according to the expressed claim limitations. Per paragraph 12, line 9, 
"causing, i.e. passively" should be either of actively or passively, per the specification at page 
1 1 , line 20 and as declared by the Examiner at paragraph 12, line 15. Per paragraph 12, line 
12-14, with respect to the Examiner's interpretation of "necked" in its various forms, it will 
be understood that the material to be necked need not originate from a supply roll, nor must 
the necking tension result from a roller process per se, as set forth by way of example. The 
definition is more correctly stated at page 9, lines 8-10. 



Claim Rejections - 35 USC § 102/103 
Per paragraph 14 of the Detailed Action, Claims 1,3-4, 6-7, and 1 1-25 stand 
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rejected as anticipated by Odorzynski et al., International Application WO 97/17046 
(hereinafter "Odorzynski"), or in the alternative, stand rejected as obvious over Odorzynski 
in view of Haffher et al., US Patent 5,514,470 (hereinafter "Haffiier"). 

With respect to Odorzynski, the present rejections apparently rest on the 
premise that Fig. 1 therein does not show a gathered elasticized area and that the elastomeric 
hot-melt pressure-sensitive adhesive disclosed therein may be applied to a necked material. 
However, the present claims are method claims. The position of the Examiner that a 
diagrammatic drawing figure of an article may be used as a prior art teaching against a 
method claim is believed to be unsupported in the law. To applicants knowledge, the case 
law supports only that drawing figures may be used as teachings against article (structure) 
claims. The drawing figure of Odorzynski is inadequate to teach the detailed method steps of 
the present claim. 

Further, when considering the Claims as a whole it is noted that the present 
Claims require each and all of: 

a) applying necking tension to the precursor garment to neck a cuff area 
of the precursor garment to a first width in a first direction of the precursor garments, 
the cuff area of the precursor garments being extendible to a second non-necked 
width wider than the first width when the necking tension is removed; 

b) affixing an elastic material to the cuff area while at the first width; 

c) removing necking tension from the precursor garment with the elastic 
material thereon and causing the precursor garments to assume the non-necked 
second width at areas outside the cuff area having the elastic material thereon; and 

d) whereby the elastic material holds the cuff area of the resultant 
garment at a dimension narrower than the second width. 

(for example, as set forth in Fig. 1). 

Without implication as to the meaning or breadth of Claims in the Odorzynski 
reference, after careful study Applicants do not believe that the reference discloses the 
combination of these limitations of the present invention, nor would the reference direct the 
person having ordinary skill in the art to practice the present invention as a whole. 
Applicants see no teaching of this combination of method steps within Odorzynski. 
Particularly, there appears to be no teaching of how the substrate and the elastomeric react 
together to disclose the controlled forces necessary according to the method of the present 
invention. Further, at each of Odorzynski' s Examples 1-4 (pages 13-15) it is noted that in 
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each case: "The finished laminate was allowed to retract and was collected." 

It is further noted that Odorzynski makes no mention of, and its Fig. 1 does 
not appear to have, the distinctive narrowed or distorted waistband dimensions such as 
shown in the present invention's Figs. 4-6 (item 20) which would result from practice of the 
methods of the present invention. The overall shape of the diaper in Odorzynski Fig. 1 
appears to be the result of a shaped cutting of the diaper components (noting that both waist 
portions 22, 24 are differently shaped and show no apparent distortion). Further, it is 
respectfully submitted that Odorzynski teaches no particular importance to the overall shape 
of its Fig. 1, nor states with particularity that the Figure is meant to be accurately or 
photographically representational. It would thus appear to the person having ordinary skill in 
the art that the Figure, a typical top view of a laid open diaper, is merely diagrammatic for 
formal disclosure and claiming purposes, and presents no special teaching with respect to the 
method of making the diaper. 

Thus, the assertion of the Detailed Action paragraph 14, at page 8, line 5 
equating Odorzynski' s use of untensioned elastomer to the practice of the present invention: 
"i.e., holds the necked component in position, and the Figures show a flat cuff area." is 
unsupported by the teachings of the reference. 

Further, all independent Claims 1, 13, 14, and 15 have been amended to 
specify that the method as claimed occurs on a continuous line. This improvement in 
manufacturing efficiency is not believed to be discussed by Odorzynski. 

For all the foregoing reasons, the § 102 rejection is respectfully requested to be 

withdrawn. 

In the alternative § 1 03 rejection (see page 8, line 6 of the Detailed Action), in 
so far as Applicants can tell, it is apparently the contention of the Detailed Action that 
because Haffher shows a substrate tensioned prior to application of elastic material and 
untensioned after the application, this somehow equates to the missing teachings of 
Odorzynski {supra). 

Without implication as to the meaning or breadth of Claims in the Haffher 
reference, after careful study Applicants do not believe that the reference discloses the 
missing teachings necessary to combine with Odorzynski to make the present invention 
obvious. Haffher is directed to a neck-bonded laminate (composite elastic necked-bonded 
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material) of an elastic film and one or more layers of necked material. Haffher thus is not 
directed to the making of selectively elasticized areas which are suitable for cuff areas of a 
garment. It merely teaches a laminate. Accordingly, it is considered unlikely that a person 
having ordinary skill in the art would see the laminate of Haffher and the constructions of 
Odorzynski as interchangeable in the context of making a commercially ready diaper (i.e. the 
context of the present invention as a whole). Further, Haffher, like Odorzynski, also does not 
discuss that its processes occur on precursor garments on a continuous line (i.e., the presently 
claimed method). Further, Haffher, like Odorzynski, also does not discuss how the substrate 
and the elastomeric react together to disclose the controlled forces necessary according to the 
method Claims of the present invention when considered as a whole. For all the foregoing 
reasons it is believed that Applicants have rebutted any prima facie case of obviousness 
which might have been made by the Detailed Action. 

Request For Telephonic Interview 

Clearly, there are differences between the present invention and the cited 

reference(s) involving patentable subject matter. These differences are believed by the 

Applicants to be properly defined in the present Claims. The Examiner is requested to call 
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Applicants' attorney (per the provisions of M.P.E.P. § 713) to discuss any further problems 
or suggest solutions in defining the present invention in order to expedite the case towards 
allowance before issuing a final Office Action. 



For all the foregoing reasons the claims as presently amended are believed to 



be allowable over the prior art. 



Favorable consideration is requested. 



Pauley Petersen & Erickson 
2800 West Higgins Road 
Suite 365 

Hoffman Estates, Illinois 60195 
(847) 490-1400 
FAX (847) 490-1403 
rnorris@ppelaw.com 



Respectfully submitted, 




Roland W. Norris 
Reg. No. 32,799 
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FIG. I 



